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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 

121: 

I. Claims 1-11, and 19-28 are drawn to a method and system 
for compressing files by determining a plurality of compressed sizes 
and compressing the files, which is classified in class 707, subclass 
101. 

II. Claims 12-18, and 29-34 are drawn to a method and system 
for selecting a quality level when compressing each of a set of 
image file by determining a quality level for compressing, which is 
classified in class 382, subclass 250. 

2. The inventions are distinct, each from the other because of the 
following reasons: 

Inventions l-ll are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each 
other if they are shown to be separately usable. For example, Group I is drawn to 
a method and system for compressing files by determining a plurality of 
compressed sizes and compressing the files, Group II is drawn to a method and 
system for selecting a quality level when compressing each of a set of image file 
by determining a quality level for compressing. See MPEP 806.05(d). 
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3. Because these inventions are distinct for the reasons given above 
and have acquired a separate status in the art as shown by their different 
classification, restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with applicant's representative, 
Ronald Anderson, on 09/02/2004, a provisional election was made with traverse 
to prosecute the invention of Group II, claims 12-18, and 29-34. Affirmation of 
this election must be made by applicant in replying to this Office action. Claims 
1-11, and 19-28 are withdrawn from further consideration, 37 CFR 1 .142(b), as 
being drawn to a non-elected invention. 

Information Disclosure Statement 

5. The information disclosure statement (IDS) submitted on 
05/03/2002 was filed before the mailing of the first Office Action. The submission 
is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the information 
disclosure statement is being considered by the examiner. 

Claim Objections 

6. Claims 1 5 and 32 is objected to because of the following 
informalities: determining a desired size for the compressed image file for each of the 
other image files in the set that was not identified in step (b) of claim 11 . Claim 1 5 is a 
dependent claim of claim 12, not 1 1 as recited in claim 1 5, and similar to claim 
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15, claim 32 recites claim 27 in step (a) determining. Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

8. Claims 12 and 29 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter, which was not described in the 
specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

As in claims 1 2 and 29, the step of identifying image files of the set that will 
be compressed with the predefined minimum quality level as a function of (i) the 
maximum compressed file size of each image file when compressed to the predefined 
minimum quality level and the (ii) weight of each image file was not described in the 
specification. 
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Claim Rejections - 35 USC §112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 

112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 16 and 33 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the 
invention. 

As in claims 16 and 33, preceding step (d) is three steps (a), (b) and (c). 
However, step (d) recites repeating the preceding two steps with successive new 
quality levels. The undefined two steps for repeating made the claim indefinite. 



Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
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inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

12. Claims 12-13, 15-18, 29-30 and 32-34 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Bryniarski et al. [USP 6,195,462 
B1] in view of Bryniarski et al. [USP 5,974,182]. 

Regarding to claims 12 and 29, Bryniarski [462] teaches a method of 
compressing image files (Bryniarski [462], Col. 1, Lines 5-6). As shown in FIG. 8 
is the process with a set of a plurality of images, and is essentially the same as 
the process of FIG. 7 (Bryniarski [462], Col. 11, Lines 44-49). A collection of low- 
resolution images is identified and inputted at block 200, then two-resolution 
scale factors, SF1 and SF2, as weights are determined at blocks 202 and 210 
(FIG. 8). When compressed with scale factor SF1 , this compression yields a data 
point (Rt, DS1) as in FIG. 3, which represents this image, at resolution Rt as 
minimum quality level and data size DS1 as maximally compressed file size (Col. 8, 
Lines 6-24). SF1 is used to estimate SF2 for the image needed to obtain the aim 
compressed image size DSf (Col. 8, Lines 24-30). Thus, similar to SF1, SF2 
implies a corresponding resolution R as a nominal quality level and a particular 
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data size DS as a nominal compressed file size. In short, the technique as 
discussed above indicates the step of processing the image files to determine a 
maximally compressed file size for each image file when compressed to a 
predetermined minimum quality level and to determine a nominal compressed file size 
when compressed to a nominal quality level and to determine a weight for each image 
file. As shown in FIG. 1, the relationship between image resolution and 
compressed image size is approximately linear at any given scale factor. Thus, 
based on this relationship, the image resolution such (Rt) could be defined based 
on compressed image size (DS1 ) and scale factor (SF1 ). In different words, the 
predefined minimum quality level is a function of the maximally compressed file size 
and the weight. Referring back to FIG. 8, the collection of low-resolution images 
is inputted at block 200, obviously, identified by one its properties, such as 
filename, for inputting. This collection will be compressed by using the scale 
factor SF1 at block 202. In short, the technique as discussed performs the step of 
identifying image files of the set that will be compressed with the predefined minimum 
quality level as a function of the maximum compressed file size of each image file 
when compressed to the predefined minimum quality level and the weight of each 
image file. As shown at block 212 of FIG. 8,/wthe high resolution images or all 
other image files of the set that were not identified to be compressed with the 
predefined minimum quality level in step (b), a more accurate scale factor as a 
weight with a corresponding resolution R as a quality level and a particular data 
size DS as a desired size as a function o/the scale factor or weight for compressing 
is determined at block 216 and loop back to 21 1-212 to ensure the total size of the 
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compressed image files will fit on a single floppy disk as predefined limit (Col. 12, 
Lines 4-9), and the size is determined at block 206. In different words, the 
technique as discussed illustrates the claimed for all other image files of the set 
that were not identified to be compressed with the predefined minimum quality level in 
step (b), determining a quality level for compressing the other image files so that each 
of the other image files will be compressed to a desired size selected as a function of the 
weight of the image file and so that the total size of the compressed image files will not 
exceed the predefined limit. The low resolution images as the image files identified 
in step (b) with the predefined minimum level, and\Y\e high resolution images as all 
of the other image files not identified in step (b) with the quality level that was 
determined in step (c) are compressed at blocks 202 and 212. Bryniarski [462] does 
not explicitly teach the determined scaling factor or weight is based upon a high 
frequency energy content of the image file. Bryniarski [182] illustrates a relationship 
between the scaling factor with the frequency image content as in FIG. 3-4, and 
FIG. 3-4. As shown in the two figures, the higher of a determined scaling factor, 
the better of the frequency image content. Thus, a scaling factor or weight can be 
determined based upon a desired the frequency image content or high frequency 
energy content of the image file. Therefore, it would have been obvious for one of 
ordinary skill in the art at the time the invention was made to modify the 
Bryniarski [462] technique by including the frequency image content for 
determining the scaling factor as taught by Bryniarski [182] in order to compress 
a collection of images with a desired frequency image content. 
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Regarding to claims 13 and 30, Bryniarski [462] and Bryniarski [182] 
teaches all the claim subject matters as discussed in claims 12 and 29, 
Bryniarski [462] further discloses the step of limiting the quality level that is used 
for compressing the image files to a predetermined range that extends from the 
predefined minimum quality level to a substantially higher predefined maximum 
quality level (Bryniarski [462], FIG. 3). 

Regarding to claims 15 and 32, Bryniarski [462] and Bryniarski [182] 
teaches all the claim subject matters as discussed in claims 12 and 29, 
Bryniarski [462] further discloses the steps of (a) determining a desired size for the 
compressed image file for each of the other image files in the set that was not identified 
in step (b) of claim 12, said desired size for the compressed image file being determined 
as a function of the image file; (b) determining an optimal quality level to apply to each 
of the other image files to achieve the desired size when the image file is compressed; 
and (c) determining a difference between the desired size and an actual size of the 
image file when it is compressed to the optimal quality level (Bryniarski [462], FIG. 8). 

Regarding to claims 16 and 33, Bryniarski [462] and Bryniarski [182] 
teaches all the claimed subject matters as discussed in claim 15 and 32, 
Bryniarski [462] further discloses the steps of (a) starting with the nominal quality 
level, determining if the nominal compressed file size is less than the desired size by no 
more than a predefined difference, and if so, assigning the nominal quality level as the 
optimal quality level; and if not, (b) reducing a range from which to select a new 
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quality level to try as the optimal quality level when compressing the image file, where 
the new quality level is determined using a model relating image quality to compressed 
file size; (c) determining if the compressed file size resulting from compressing the 
image file using the new quality level is less than the desired size by no more than the 
predefined difference, and if so, assigning the new quality level as the optimal quality 
level; and if not, (d) repeating the preceding two steps with successive new quality 
levels, until the optimal quality level is determined (Bryniarski [462], FIG. 8). 

Regarding to claims 17 and 34, Bryniarski [462] and Bryniarski [182] 
teaches all the claim subject matters as discussed in claims 12 and 29, 
Bryniarski [462] further discloses the predefined limit is selected based upon one of: 
(a) a storage capacity of a storage medium on which the compressed image files are to 
be stored; and (b) a maximum permissible size of an attachment to an email, wherein 
the attachment comprises the compressed image files (Bryniarski [462], Col. 12, Lines 
10-20). 

Regarding to claim 18, Bryniarski [462] and Bryniarski [182] teaches all 
the claim subject matters as discussed in claim 12, Bryniarski [462] further 
discloses a memory media on which are stored machine instructions for carrying out 
the steps (Bryniarski [462], FIG. 6). 
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Allowable Subject Matter 

13. Claims 14 and 31 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any intervening 
claims. 

The following is an examiner's statement of reasons for allowance: 
The closet available prior arts, USP 6,195,462 and USP 5,974,182, both 
issued to Bryniarski et al. also teaches a method and system of compressing 
image files. However, as in claims 14 and 31 , Bryniarski fails to teach or suggest 
the Step of determining a scaling factor based upon a currently available space 
remaining for the compressed files within the predefined limit and a total of the weight 
of all of the other image files, wherein the step of identifying image files that will be 
compressed with the predefined minimum quality level is repeated in successive passes 
through the set of image files, until a pass through the set of image files is completed 
without identifying any additional image file to be compressed to the predefined 
minimum quality level. 

Therefore, the invention is allowable over the prior arts of record for being 
directed to a combination of claimed elements including the providing steps as 
indicated above. 

14. Any comments considered necessary by applicant must be 
submitted no later than the payment of the issue fee and, to avoid processing 
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delays, should preferably accompany the issue fee. Such submissions should be 
clearly labeled "Comments on Statement of Reasons for Allowance." 



1 5. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to HUNG Q PHAM whose 
telephone number is 703-605-4242. The examiner can normally be reached on 
Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, JOHN E BREENE can be reached on 703-305-9790. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

16. Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 



Conclusion 



Examiner Hung Pham 
September 3, 2004 




